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1 . Applicant is reminded of the proper language and format for an abstract of the disclosure. 

The abstract should be in narrative form and generally limited to a single paragraph on 
a separate sheet within the range of 50 to 150 words. It is important that the abstract not exceed 
1 50 words in length since the space provided for the abstract on the computer tape used by the 
printer is limited. The form and legal phraseology often used in patent claims, such as "means" 
and "said," should be avoided. The abstract should describe the disclosure sufficiently to assist 
readers in deciding whether there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information given in the 
title. It should avoid using phrases which can be implied, such as, "The disclosure concerns," 
"The disclosure defined by this invention," "The disclosure describes," etc. 

2. The drawings are objected to under 37 CFR 1 .83(a) because they fail to show the 
intermediate step of spread spectrum modulation of message-chip-code signal between steps 407 
and 409, and the intermediate step of receiving the spread-spectrum-communications signal 
between the steps 41 1 and 413/415 as described in the specification. Any structural detail that is 
essential for a proper understanding of the disclosed invention should be shown in the drawing. 
MPEP § 608.02(d). A proposed drawing correction or corrected drawings are required in reply 
to the Office action to avoid abandonment of the application. The objection to the drawings will 
not be held in abeyance. 

3. The specification is objected to as failing to provide proper antecedent basis for the 
claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01(o). Correction of the 
following is required: The claimed "reference signal" as in claims 1, 2, 4, 6 and 7 does not have 
proper antecedent basis in the specification disclosure. 

4. Claims 1-7 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter which was not described in 



Application/Control Number: 10/072,083 Page 3 

Art Unit: 2665 

the specification in such a way as to enable one skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and/or use the invention. 

The claimed features of "a spread spectrum base station comprising means for receiving 
the combined spread spectrum signal, means for detecting the reference signal within the 
received combined spread spectrum signal, means for recovering a carrier signal from the 
combined spread spectrum signal, and means for recovering the message data using the 
recovered carrier signal" as in claims 1, 2 and 4, "a spread spectrum base station comprising 
means for producing a reference signal, means for producing a message signal having message 
data, means for combining the reference signal and the message signal as a combined signal, and 
means for transmitting the combined signal as a combined spread spectrum signal" as in claim 6, 
and "a spread spectrum base station comprising means for producing a reference signal, means 
for producing a plurality of message signals, each message signal having message data, means 
for combining the reference signal and the message signal as a combined signal, and means for 
transmitting the combined signal as a combined spread spectrum signal", all were not described 
in the specification in such a way as to enable one skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and/or use the invention. To be more specific, 
according to the detailed description of Figures 2 and 4, at the transmitter, it is the generic-chip- 
code signal and message-chip-code signal produced from message data synchronized to the 
generic-chip-code signal are generated. Message data are then processed with the message-chip- 
code signal to generate a spread-spectrum-processed signal using a spread-spectrum modulator. 
The spread-spectrum-processed signal is then combined with the generic-chip-code signal to 
form a combined generic-chip-code signal and spread-spectrum-processed signal to be 
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transmitted on a carrier signal over the communication channel as a CDMA signal (see page 15, 
lines 5-13). At the receiver, it is the carrier signal recovered from generic-chip-signal within the 
received CDMA signal and the modulated data signal despreaded from the spread-spectrum- 
communications signal and synchronized with the recovered carrier signal to recover the 
message data by synchronous demodulation of the modulated data signal (see page 15, lines 14- 
1 8). None of the claimed inventions are corresponding to any part of the disclosure as indicated 
above. Therefore, all claims are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the enablement requirement since all claims contain subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it pertains, 
or with which it is most nearly connected, to make and/or use the invention. 

5. Claims 6 and 7 are rejected under 35 U.S.C. 1 12, second paragraph, as being incomplete 
for omitting essential elements, such omission amounting to a gap between the elements. See 
MPEP § 2172.01. The omitted elements are: the spread spectrum processing means to produce 
the combined spread spectrum signal as in claims 6 and 7. 

6. Claims 1 -7 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

In claim 1, lines 4-5, "the received combined spread spectrum signal" has no clear 
antecedent, lines 6-7, "the reference signal" should read as -the detected reference signal—. 

In claim 2, lines 2-3, "the reference signal" should read as -the detected reference signal 
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In claim 4, line 4, "the received combined spread spectrum signal" has no clear 
antecedent, line 5, "the reference signal" should read as -the detected reference signal-. 

In claim 6, line 7, claim 7, line 8, it is unclear as to how each of "the combined spread 
spectrum signal" are produced. 

7. Claims 1 -7 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1- 6 of copending 
Application No. 10/071,898. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because by implementing all means in remote unit into a base 
station in claims 1-6, and in addition, providing a plurality of input message signals instead of a 
single input message signal in claim 1, it would have been obvious to one of ordinary skill in the 
art to make the same invention as claimed from the copending Application No. 10/071,898. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

8. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In reLongi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

9. . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claims 1-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over COW ART in 
U.S. Patent no. 4,979,183 in view of GILHOUSEN et al. in U.S. Patent No. 5,101,501 (both 
cited by the applicant of record). 

Referring to claim 1, COW ART discloses a spread spectrum transceiver comprising: 
means for receiving a spread spectrum signal (28) including reference signal and message signal, 
means for detecting the reference signal within the received combined spread spectrum signal 
(61), and means for recovering the message data using the detected reference signal (38). 

COWART differs from the claim in that it does not teach the implementation of the 
transceiver in a base station, which is also well known in the art and commonly applied in 
wireless communications field. GILHOUSEN et al., for example, from the similar field of 
endeavor, discloses the uses of base station and mobile station for transmitting and receiving the 
spread spectrum signal in a code division multiple access format (col. 3, line 45 to col. 4, line3) 
for data communication between data communication devices. Therefore, it would have been 
obvious to a person with ordinary skill in the art at the time of the invention to incorporate the 
implementation of base station for transmitting and receiving the spread spectrum signal of 
GILHOUSEN et al. into the transceiver of COWART to achieve the advantage of wireless 
communication for the purpose of improving the system capability and adoptability. 

Referring to claim 2, COWART discloses means for recovering a carrier signal from the 
combined spread spectrum signal using the detected reference signal (32), wherein the message 
data recovering means uses the recovered carrier signal to recover the message data. 
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Referring to claim 3, COW ART differs from the claim in that it does not teach the spread 
spectrum signal is in a code division multiple access format, which is well known in the art and 
commonly applied in communications field. GILHOUSEN et al., for example, from the similar 
field of endeavor, discloses a spread spectrum signal in a code division multiple access format 
(col. 3, line 45 to col. 4, line3) for data transmission. Therefore, it would have been obvious to a 
person with ordinary skill in the art at the time of the invention to incorporate the specific spread 
spectrum signal in a code division multiple access format of GILHOUSEN et al. into the system 
and method of COW ART to achieve the advantage of CDMA communication for the purpose of 
increasing the system performance. 

Referring to claim 4, COW ART discloses a spread spectrum transceiver comprising: 
means for receiving a spread spectrum signal (28), means for recovering a carrier signal from the 
combined spread spectrum signal using the detected reference signal (32), and means for 
recovering message data using the recovered carrier signal (38). 

COWART differs from the claim in that it does not teach the implementation of the 
transceiver in a base station, which is also well known in the art and commonly applied in 
wireless communications field. GILHOUSEN et al., for example, from the similar field of 
endeavor, discloses the uses of base station and mobile station for transmitting and receiving the 
spread spectrum signal in a code division multiple access format (col. 3, line 45 to col. 4, line3) 
for data communication between data communication devices. Therefore, it would have been 
obvious to a person with ordinary skill in the art at the time of the invention to incorporate the 
implementation of base station for transmitting and receiving the spread spectrum signal of 
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GILHOUSEN et al. into the transceiver of CO WART to achieve the advantage of wireless 
communication for the purpose of improving the system capability and adoptability. 

Referring to claim 5, CO WART differs from the claim in that it does not teach the spread 
spectrum signal is in a code division multiple access format, which is well known in the art and 
commonly applied in communications field. GILHOUSEN et al., for example, from the similar 
field of endeavor, discloses a spread spectrum signal in a code division multiple access format 
(col. 3, line 45 to col. 4, line3) for data transmission. Therefore, it would have been obvious to a 
person with ordinary skill in the art at the time of the invention to incorporate the specific spread 
spectrum signal in a code division multiple access format of GILHOUSEN et al. into the system 
and method of COWART to achieve the advantage of CDMA communication for the purpose of 
increasing the system performance. 

Referring to claim 6, COWART discloses a spread spectrum transceiver comprising: 
means for producing a reference signal (24 and 39), means for producing a message signal 
having message data (21), means for combining the reference signal and the message signal as a 
combined signal (29), and means for transmitting the combined signal as a combined spread 
spectrum signal (29). 

COWART differs from the claim in that it does not teach the implementation of the 
transceiver in a base station, which is also well known in the art and commonly applied in 
wireless communications field. GILHOUSEN et al, for example, from the similar field of 
endeavor, discloses the uses of base station and mobile station for transmitting and receiving the 
spread spectrum signal in a code division multiple access format (col. 3, line 45 to col. 4, line3) 
for data communication between data communication devices. Therefore, it would have been 
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obvious to a person with ordinary skill in the art at the time of the invention to incorporate the 
implementation of base station for transmitting and receiving the spread spectrum signal of 
GILHOUSEN et aL into the transceiver of COWART to achieve the advantage of wireless 
communication for the purpose of improving the system capability and adoptability. 
11. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over COWART in U.S. 
Patent no. 4,979,183 in view of GILHOUSEN et al. in U.S. Patent No. 5,101,501 and 
SCHILLING in U.S. Patent No. 5,228,056 (all cited by the applicant of record). 

Referring to claim 7, COWART discloses a spread spectrum transceiver comprising: 
means for producing a reference signal (24 and 39), means for producing a message signal 
having message data (21), means for combining the reference signal and the message signal as a 
combined signal (29), and means for transmitting the combined signal as a combined spread 
spectrum signal (29). 

COWART differs from the claim in that it does not teach the implementation of the 
transceiver in a base station and the plurality of message signals as the input signal, which are 
well known in the art and commonly applied in wireless communications field. GILHOUSEN 
et al., for example, from the similar field of endeavor, discloses the uses of base station and 
mobile station for transmitting and receiving the spread spectrum signal in a code division 
multiple access format (col. 3, line 45 to col. 4, line3) for data communication between data 
communication devices. SCHILLING, also from the similar field of endeavor, discloses a 
spread spectrum communication system using a plurality of message signals as the input signal 
(Figure 3). Therefore, it would have been obvious to a person with ordinary skill in the art at the 
time of the invention to incorporate the implementation of base station for transmitting and 
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receiving the spread spectrum signal of GILHOUSEN et al. and a plurality of message signals as 
input signal of SCHILLING into the transceiver of COW ART to achieve the advantage of 
wireiess communication for the purpose of improving the system capability and adoptability and 
expanding the communication bandwidth for data communication. 

12. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Mifflin et al, Osborne, Gutleber, Simpson et al., Cowart '180 & '683, Briskman, and . 
Ling are all cited to show the common feature of spread spectrum communication system 
utilizing code generator, modulator/demodulator and combiner/divider and transmitter/receiver 
similar to the claimed invention. 

13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alpus H. Hsu whose telephone number is (703)305-4377. The 
examiner can normally be reached on M-F (5:30-3:00) First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Huy D. Vu can be reached on (703)308-6602. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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